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DETAILED ACTION 
Status of the claims 

Claims 1-10 were originally presented. After the First Non-final Office Action, claims 1- 
10 were amended. Claims 1-10 are still pending in the Instant Application. 

Claim Objections 

1 . Claim 1 is objected to because of the following informalities: amended version of 
claim 1 contains two different modifications of the step c) added sequentially. It also 
appears that the first "c)" step has practically the same meaning as step b). 
Appropriate correction is required. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

2. Claims 1-10 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

3. Claims 1-5 are directed to a method that describes various steps of a computer 
program. Such program by itself is an implementation of an abstract algorithm. 
Abstract ideas (see Warmerdam, 33 F.3d at 1360, 31 USPQ2d at 1759) or mere 
manipulation of abstract ideas (see Schrader, 22 F.3d at 292-93, 30 USPQ2d at 1457- 
58) are not patentable. However, for claims including such excluded subject matter to 
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be eligible, the claims must be for a practical application of the abstract idea. Such 
practical application can be identified in the following ways: 

a. The claimed invention "transforms" an article of physical object to a 
different state or thing. 

b. The claimed invention otherwise produces a useful, concrete and tangible 
result. 

Claims 1-5 disclose a software product implemented to run on a computer. Such 
implementation and execution does not produce any physical transformations. Even if 
we assume that modifying data in computer memory is a "transformation", it cannot be 
called a "physical transformation" since computer information is just a sequence of bits 
stored in the memory as electrical or magnetic signals. These signals represent a form 
of energy, and transforming such energy cannot be called a "physical transformation". 

The next step would be to determine whether the claimed invention produces a 
useful, concrete and tangible result. The method of claim 1 consists of steps for running 
a program, determining properties and correlation, and selecting a desired property. 
These steps do not produce any tangible real-world result. With selecting being the 
final step, there is no limitation that would communicate any result to a user in such a 
way that a human could perceive it. Selecting by itself can mean as little as changing a 
value of a bit in the computer memory. Such change is just an energy transformation 
that cannot be sensed by a human and, therefore, does not represent a tangible result. 

Therefore, claims 1-5 are rejected because of being directed to an abstract idea 
that does not have any substantial practical application. 
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4. Claims 6-10 are directed to a computer readable medium including computer 
instructions executable on a computer. These claims could be viewed as producing a 
tangible result if the claimed medium were limited to a tangible medium. However, the 
definition of a computer readable medium found in the Specification (paragraph [0046]) 
does not limit it to being tangible. Specifically, it says that: "...the computer readable 
medium may include computer readable information in a transitory state medium..." 
Such definition allows the medium to be represented by an electronic signal. Electronic 
signals represent a form of energy and are not tangible. Thus, claims 6-10 are also 
rejected under 35 U.S.C. 101 as being directed to an abstract idea. 



Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5. Claims 2 and 7 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claims 2 and 7 recites the limitation "the determining of an initial property in step 
(b)" in lines 1-2. There is insufficient antecedent basis for this limitation in the claim. 
Step (b) of claims 1 and 6 does not contain "determining of an initial property", instead it 
performs "determining a desirable property. 
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Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

6. Claims 1-10 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Clawson (US Patent No. 6,1 12,304). 

Claim 1 

Clawson teaches a method of characterizing objects generated during at least a 
partial run of a program, each object being characterized by a plurality of alternative 
properties which can be selected (col. 4, lines 25-34. Objects are disclosed as denizen 
processes, selectable alternative property is disclosed as location), said method 
comprising: 

a) instrumenting said at least partial run of said program to determine 
characterization information about each of said objects (disclosed by a configuration 
portion, see col. 7, lines 29-41); 

b) determining a desirable property for said objects (col. 4, lines 28-34; col. 11, 
lines 40-47); 
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c) determining a correlation between said desirable property and said 
characterization information for each of said objects (col. 1 1 , lines 48-54); 

d) using said correlation to select an property for an object subsequently created 
during an at least partial run of said program based upon characterization information 
about the subsequently created object (col. 13, lines 24-29; col. 14, lines 2-6. Since a 
denizen can spawn an identical or partially identical offspring, the same correlation 
takes place, selecting a location for the new process based on its configuration). 

Claim 2 

Clawson teaches a method as set forth in claim 1 , wherein the determining of an 
initial property in step (b) is carried out by minimizing total cost of interaction among 
components during at least a partial run of said program (disclosed invention is targeted 
to optimize performance, see col. 27, lines 20-25, for example, optimizing database 
queries, see col. 26, lines 31-33. Such optimization implies a minimization of total cost 
of interaction as it results in performing fewer computational operations). 

Claim 3 

Clawson teaches a method as set forth in claim 1 , wherein said characterization 
information of an object comprises at least one of said object's class, classification of 
said object's creator object, and a code identification of said object's creation site (col. 7, 
lines 35-41, a code of said object's creation site is disclosed as an ocean identifier. See 
also col. 8, lines 59-61 , disclosing an inclusion of classification information). 
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Claim 4 

Clawson teaches a method as set forth in claim 1, wherein said alternative 
properties comprise a string representation selected from ASCII, EBCDIC, and 
UNICODE (col. 20, lines 25-26, lines 38-42). 

Claim 5 

Clawson teaches a method as set forth in claim 1, wherein said alternative 
properties comprise a data structure selected from hash table, tree, and compressed 
data structures (col. 15, lines 30-33; See also compressed data disclosed at col. 16, 
lines 50-59). 

Claim 6 

Clawson teaches a computer readable medium including computer instructions 
executable on a computer (col. 27, lines 32-45) for carrying out a method of 
characterizing objects generated during at least a partial run of a program, each object 
being characterized by a plurality of alternative properties which can be selected (col. 4, 
lines 25-34. Objects are disclosed as denizen processes, selectable alternative 
property is disclosed as location), said method comprising: 

a) instrumenting said at least partial run of said program to determine 
characterization information about each of said objects (disclosed by a configuration 
portion, see col. 7, lines 29-41); 



Application/Control Number: 10/073,608 Page 8 

Art Unit: 2121 

b) determining a desirable property for each of said objects (col. 4, lines 28-34; 
col. 11, lines 40-47); 

c) determining a correlation between said desirable property and said 
characterization information for each of said objects (col. 1 1 , lines 48-54); 

d) using said correlation to select an property for an object subsequently created 
during an at least partial run of said program based upon characterization information 
about the subsequently created object (col. 13, lines 24-29; col. 14, lines 2-6. Since a 
denizen can spawn an identical or partially identical offspring, the same correlation 
takes place, selecting a location for the new process based on its configuration). 

Claim 7 

Clawson teaches a computer readable medium as set forth in claim 6, wherein 
the determining of an initial property in step (b) is carried out by minimizing total cost of 
interaction among components during at least a partial run of said program (disclosed 
invention is targeted to optimize performance, see col. 27, lines 20-25, for example, 
optimizing database queries, see col. 26, lines 31-33. Such optimization implies a 
minimization of total cost of interaction as it results in performing fewer computational 
operations). 

Claim 8 

Clawson teaches a computer readable medium as set forth in claim 6, wherein 
said characterization information of an object comprises at least one of said object's 
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class, classification of said object's creator object, and a code identification of said 
object's creation site (col. 7, lines 35-41, a code of said object's creation site is 
disclosed as an ocean identifier. See also col. 8, lines 59-61, disclosing an inclusion of 
classification information). 

Claim 9 

Clawson teaches a computer readable medium as set forth in claim 6, wherein 
said alternative properties comprise a string representation selected from ASCII, 
EBCDIC, and UNICODE (col. 20, lines 25-26, lines 38-42). 

Claim 10 

Clawson teaches a computer readable medium as set forth in claim 6, wherein 
said alternative properties comprise a data structure selected from hash table, tree, and 
compressed data structures (col. 15, lines 30-33; See also compressed data disclosed 
at col. 16, lines 50-59). 

Response to Arguments 

7. Applicant's arguments filed December 27, 2005 have been fully considered but 
they are not persuasive. 



Application/Control Number: 10/073,608 Page 10 

Art Unit: 2121 

Regarding the Claim Rejection under 35 U.S.C. §101: 

Changes introduced to claim 1 in the Amendment fix the problem of the claimed 
invention not belonging to "technical arts" even though, such limitation is not necessary 
now in view of the recent Board decision. However, the other part of the 35 U.S.C. 101 
rejection stays in place. Said rejection talks about the claims being directed to an 
abstract idea. It appears that Applicant defines claimed objects to be similar to the 
attribute data objects of Lowry. Applicant cites the court's definition of ADO as a single 
primitive element "comprising sequences of bits which are stored in the memory a 
electrical (or magnetic) signals that represent information." This definition describes the 
data objects as being comprised of electrical or signals. Signals are a form of energy, 
and transformation of signals is not a physical transformation of objects. Therefore, 
claims 1-10 stay rejected as being directed to a non-statutory subject matter as 
described in details in 35 U.S.C. §101 rejection above. 

Regarding the Claim Rejection under 35 U.S.C. §102: 

Applicant recites steps of the method of claim 1 and states that Clawson does 
not teach or suggest any of the foregoing. On the contrary to Applicant's conclusory 
statement, Clawson discloses all of the mentioned steps as described by Examiner in 
the previous Office Action. Every mentioned claim limitation has been followed by a 
parenthesized description pointing to the specific place where it has been disclosed by 
Clawson. Therefore, claims 1-10 stay rejected under 35 U.S.C. §102, with said 
rejection being repeated in the current Office Action. 
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Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Contact Information 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sergey Datskovskiy whose telephone number is (571) 
272-8188. The examiner can normally be reached on Monday-Friday from 8:30am to 
5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Anthony Knight, can be reached on (571) 272-3687. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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